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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
6/26/2008 has been entered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1,15 and 1 8 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claims 1: lines 14 - 17, claim 15: lines 14 - 17 and claim 18: lines 12 - 15 recite 
limitations of receiving a selection of the selection-based input mode button and latching 
the pen-based input device based upon the selection. The Examiner notes that these 
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claim limitations are not enabled by the specification and has noted the support cited by 
the Applicant, Specification page 9, lines 6 - 15 from the remarks received 5/27/2008 
page 12. The Examiner notes that the mere "selection" of the selection-based input 
mode button does not cause the immediate effect of latching the pen-based input 
device. The Specification as best understood by the Examiner states that when a pen- 
based input device selects the selection-based input mode button the pen-based 
input device functions as a selection-based input device, le. "the user may latch the pen 
21 5 in mouse mode by using the pen 215 to click or select the mouse mode button 
212" (specification page 8, lines 24 - 30). 

To expedite a complete examination of the instant application, the claims rejected under 
35 USC 112, first paragraph will be best interpreted as the pen-based input device 
utilized to select a selection-based input mode therein allowing the pen-based input 
device to have selection-based input device functionality in anticipation of the applicant 
amending these claims to overcome the rejection. 

Appropriate correction/clarification required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 1 - 9 and 1 1 - 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stein et al. (US Patent Number 5,365,461 hereinafter "Stein") in view 
of Fitzmaurice et al. (Tracking Menus by George Fitzmaurice, Azam Khan, Robert 
Pieke, Bill Buxton, Gordon Kurtenbach, hereinafter "Fitzmaurice") further in view of 
Hawkins et al. (US Patent Number 5,133,076). 

6. As per claims 1 and 15, Stein teaches a computer-implemented method of 
automatically switching between computer-enabled input modes and a computer- 
readable storage medium, comprising: 

providing a selection-based input mode selector, wherein the selection-based 
input mode selector is configured to receive an input to actuate a selection-based input 
mode for recognizing inputs from a selection-based input device (switch 18 in "a" 
position is the selector for the selection-based input, figure 1, column 4, lines 7-17); 

providing a pen-based input mode selector, wherein the pen-based input mode 
selector is configured to receive an input to actuate a pen-based input mode for 
recognizing pen inputs from a pen-based input device (switch 18 in "b" position is the 
selector the pen-based input, figure 1, column 4, lines 18 - 26); 

providing an auto switch mode selector, wherein the auto switch mode selector is 
configured to receive an input to actuate an auto switch mode for enabling automatic 
switching between the selection-based input mode and the pen-based input mode 
(automatic mode selector chosen by operator 84, figure 4, column 5, lines 61 - 67); 
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receiving a selection of the selection-based input mode (switch 18 in "a" 
position, figure 1); 

while the selection-based input mode is actuated, detecting a selection-based 
input from the selection-based input device (figure 5a), 

automatically unlatching the pen-based input device, in response to detecting the 
selection-based input from the selection-based input device, and actuating the 
selection-based input mode for the selection-based input device (90, figure 4); 

receiving a selection of the auto switch mode selector to actuate the auto switch 
mode (actuating auto mode 84, figure 4, column 5, lines 61 - 67); 

while in the auto switch mode, detecting a pen-use input from the pen-based 
input device (88, figure 4); and 

in response to detecting the pen-use input from the pen-based input device, 
automatically switching from the selection-based input mode to the pen-based input 
mode without receiving a selection of the pen-based input mode selector (90, figure 4). 
(As per Claim 15, the selection-based is equivalent to the mouse-based, since the 
human touch is a mousing device with cursor control, column 1, lines 30 - 32). 

Stein does not teach the selectors to be displayed as buttons on a user interface. 

Fitzmaurice teaches a graphical user interface mode selection displayed as 
buttons (figure 16). 

It would have been obvious to one of ordinary skill in the art to utilize the 
commonly known graphical buttons on a user interface of Fitzmaurice in the above 
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teachings of Stein. One of ordinary skill would be motivated to make such modification 
in order to enhance rapid switching (pages 71 and 78). 

The combination of Stein and Fitzmaurice does not explicitly disclose utilizing a 
pen-based input device in a selection-based mode. 

Hawkins teaches a computer-implemented method further comprising latching 
the pen-based input device, in response to receiving the selection of the selection 
based input mode button, and actuating the selection-based (initial) input mode for the 
pen-based input device (by touching the display on the bottom segment 13b pen is 
latched into the keyboard emulation mode, column 9, lines 49 - 53, figure 6). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the interchangeable functionality of inputs of Stein with 
the above teachings of Hawkins. One of ordinary skill in the art would be motivated to 
make such modification in order to increase versatility in its data processing and data 
input capabilities (column 1 , lines 56 - 58). 

7. Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claim 2, Stein teaches a computer-implemented method comprising 
detecting a use-input from the selection-based input device; and 

in response to detecting a user-input of the selection-based input device, 
automatically switching from the pen-based input mode back to the selection-based 
input mode without receiving a selection of the selection-based input mode button (in 
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auto mode rapidly switches between pen and selection-based input mode, column 5, 
lines 51 - 53, and selection-based input is detected in step 94, figure 4). 

8. Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claim 3, Stein teaches a computer-implemented method prior to actuating 
the selection-based input mode, actuating the auto switch mode button (auto switch 
mode selector and be actuated by the user at any point 84, figure 4, column 5, lines 61 
-67). 

9. Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claims 4 and 16, Stein teaches a computer-implemented method whereby 
the selection-based input device is a mousing device (human touch is a mousing device 
with cursor control, column 1 , lines 30 - 32). 

1 0. As per claims 5, 14, 17 and 20, Stein and Fitzmaurice fail to teach a computer- 
implemented method whereby the selection-based input device is a keyboard. 

In an analogous method Hawkins teaches a method whereby the selection- 
based input device is a keyboard (keyboard 22, figure 2b). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the method of Stein with the above teachings of 
Hawkins. One of ordinary skill in the art would have been motivated to make such 
modification in order to increase peripheral flexibility (column 2, lines 5-11). 
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1 1 . Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claim 6, Stein teaches a selection and pen-based input and the 
interchangeable functionality therein (column 1, lines 11 -51), however does not 
explicitly disclose all the latching functionality in between. 

Hawkins teaches a computer-implemented method comprising latching (analog 
mode, column 3, lines 45 - 47) the selection-based input device so that the selection- 
based input device behaves as a pen-based input device (allows for pen functionality in 
drawing, column 3, lines 31 - 39). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the interchangeable functionality of inputs of Stein with 
the above teachings of Hawkins. One of ordinary skill in the art would be motivated to 
make such modification in order to increase versatility in its data processing and data 
input capabilities (column 1 , lines 56 - 58). 

12. Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claim 7, Hawkins teaches a computer-implemented method whereby 
while the selection-based input device is latched for behavior as a pen-based input 
device, using the selection-based input device as a pen-based input device (when in 
analog mode allows for drawing with features of depth, column 3, lines 40 - 57). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the interchangeable functionality of inputs of the 
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combination of Stein and Fitzmaurice with the above teachings of Hawkins. One of 
ordinary skill in the art would be motivated to make such modification in order to 
increase versatility in its data processing and data input capabilities (column 1, lines 56 
-58). 



13. Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claim 8, Hawkins teaches a computer-implemented method further 
comprising detecting a use-input from the pen-based input device; and 

in response to detecting the use-input of the pen-based input device, 
automatically unlatching the selection-based input device from behaving as a pen- 
based input device without actuating the pen-based input mode selector (when the 
stylus touches screen pen is initiated, column 4, lines 60 - 63). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the interchangeable functionality of inputs of the 
combination of Stein and Fitzmaurice with the above teachings of Hawkins. One of 
ordinary skill in the art would be motivated to make such modification in order to 
increase versatility in its data processing and data input capabilities (column 1, lines 56 
-58). 



14. Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claim 9, Hawkins teaches a computer-implemented method whereby 
initiating use of the pen-based input device includes movement of the pen-based input 
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device whereby said pen-based input device is operative to input data when the pen- 
based input device is engaged with a computer-enabled display screen operative to 
receive input from the pen-based input device (stylus touches screen, column 4, lines 
60-63). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the interchangeable functionality of inputs of the 
combination of Stein and Fitzmaurice with the above teachings of Hawkins. One of 
ordinary skill in the art would be motivated to make such modification in order to 
increase versatility in its data processing and data input capabilities (column 1, lines 56 
-58). 

15. Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claim 1 1 , Hawkins teaches a computer-implemented method whereby 
while the pen-based input device is latched for behavior as a selection-based input 
device, using the pen-bases input device as a selection-based input device (pen is used 
for keyboard emulation, figure 6, stylus may emulate a mouse or enter keystroke data, 
column 9, lines 49 - 53). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the interchangeable functionality of inputs of the 
combination of Stein and Fitzmaurice with the above teachings of Hawkins. One of 
ordinary skill in the art would be motivated to make such modification in order to 
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increase versatility in its data processing and data input capabilities (column 1, lines 56 
-58). 

16. Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claim 12, Hawkins teaches a computer-implemented method comprising 
detecting an input from the selection-based input device; and 

in response to detecting the input of the selection-based input device, 
automatically unlatching the pen-based input device from behaving as a selection- 
based input device without actuating the selection-based input mode selector (shifts 
from keyboard emulation mode to actual keyboard interaction, column 12, lines 17 - 
53). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the interchangeable functionality of inputs of the 
combination of Stein and Fitzmaurice with the above teachings of Hawkins. One of 
ordinary skill in the art would be motivated to make such modification in order to 
increase versatility in its data processing and data input capabilities (column 1, lines 56 
-58). 



17. Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claims 13 and 19, Stein teaches a computer-implemented method 
whereby detecting an input from the selection-based input device includes moving a 
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mousing device (human touch is a mousing device with cursor control, column 1, lines 
30-32). 

18. Stein as modified by the teachings of Fitzmaurice/Hawkins as applied in claim 1 
above, as per claim 18, it is recognized by the examiner that claim 18 is a mere 
combination of claims 1, 2, 6, 8, 10 and 12 and therefore rejected under the same 
grounds. 

Response to Arguments 

19. Applicant's arguments with respect to claims 1 - 9 and 1 1 - 20 have been 
considered but are moot in view of the new ground(s) of rejection. 

20. Furthermore, the Applicant argues that Stein and Fitzmaurice do not teach 
interchangeability and Hawkins does not overcome the deficiencies therein including 
automatically switching modes. 

As per the applicant's arguments, the Examiner respectfully disagrees. The 
Applicant argues that Hawkins does not disclose automatic switch mode functionality 
and selection-based and pen-based mode interchangeability. In response to applicant's 
arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The Examiner relies upon Stein 
and Fitzmaurice for the switching characteristics as can be seen in figure 5a of Stein. 
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Hawkins is utilized for the interchangeable functionality so that a pen-based device can 
function as a selection-based device and vice versa. 



Conclusion 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AURANGZEB HASSAN whose telephone number is 
(571 )272-8625. The examiner can normally be reached on Monday - Friday 9 AM to 
5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571 )272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
AH 

/Tariq Hafiz/ 

Supervisory Patent Examiner, Art Unit 2182 



